The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL
This is an appeal fromthe examner’s refusal to all ow
claims 4, 5, 7, 9 and 10 as anended after final rejection.
Caim8, which is the only other claimremaining in the
appl i cation, stands w thdrawn from consideration by the

exam ner as being directed toward a nonel ected invention.
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THE | NVENTI ON

Appel  ants cl ai m an apparatus for maki ng nmarbl e candy.

Claim4 is illustrative and reads as foll ows:

4. An apparatus for manufacturing marbl e candy
conpri si ng:

a plurality of hoppers in which differently col ored candy
masses are stored, said hoppers being provided i ndependently;

a deposit cylinder;

a plurality of syrup inbibing openings through which
candy nmasses are inbibed fromsaid plurality of hoppers into
said cylinder, said plurality of syrup inbibing openings being
provi ded between at | east one of said hoppers and said
cyl i nder;

a piston noving upward within said deposit cylinder to
si mul t aneously i nbi be said candy masses fromsaid plurality of
hoppers into said deposit cylinder through said plurality of
syrup i nbi bi ng openi ngs, and novi ng downwards to cl ose said
plurality of syrup inbibing openings;

a nozzle having at |east one tw sted-blade, said inbibed
candi es passing through said nozzle and said tw sted-blade to
forma marbl e candy when said piston noves in a downwards
di rection;

a check val ve provided between said plurality of syrup
i mbi bi ng openi ngs and said tw sted-bl ade, said check val ve
bei ng opened when said piston noves downward and cl osed when
sai d piston noves upwards in order to prevent a back flow of
sai d i nbi bed candi es; and

a die into which said narble candy is poured.
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THE REFERENCES

Reet z 2,479, 261 Aug. 16,
1949
Warren et al. (Warren) 3,048, 128 Aug. 7, 1962
Hahn et al. (Hahn) 4,483, 669 Nov. 20,
1984
Storck (FR ‘536)* 2,167, 536 Aug. 24, 1973

(French patent application)

THE REJECTI ONS
The clains stand rejected under 35 U . S.C. 8§ 103 as
follows: clainms 4 and 9 over FR ‘536 in view of Reetz and
Warren, and clainms 5, 7 and 10 over FR 536 in view of Reetz
and Hahn.

OPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with the
exam ner that the invention recited in clainms 4 and 9 would
have been obvious to one of ordinary skill in the art at the
time of appellants’ invention over the applied references.

Accordingly, we affirmthe rejection of these clains.

YQur consideration of this reference is based upon the
English translation thereof which is of record.
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However, we agree with appellants that the rejection of clains
5, 7 and 10 is not well founded. We therefore reverse the
rejection of clains 5, 7 and 10.

Rej ection of clains 4 and 9

Appel l ants state that clains 4 and 9 stand or fal
together (brief, page 6). W therefore address only one of
these clainms, i.e., claim4. See In re Cchiai, 71 F.3d 1565,
1566 n.2, 37 USPQ2d 1127, 1129 n.2 (Fed. Gr. 1995); 37 CFR
§ 1.192(c)(7)(1995).

FR * 536 di scl oses an apparatus which can mx differently
col ored candy masses (pages 3 and 4), conprising a plurality
of independent hoppers (I, Il and II1l, figure 1) in which
differently colored candy masses can be stored, a deposit
cylinder (2, called a pouring valve (page 4)), a plurality of
syrup i nbi bi ng openings (3) between the hoppers and the
deposit cylinder (figure 1), a piston which can nove upward
within the deposit cylinder to sinultaneously inbibe candy
masses fromthe plurality of hoppers and nove downward to
close the plurality of syrup inbibing openings (page 4), and a

die (9) into which the candy is poured.
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FR * 536 does not disclose a nozzle having at | east one
tw sted bl ade. Appellants, however, do not chall enge the
exam ner’ s argunent (answer, page 4) that it would have been
obvious to one of ordinary skill in the art to include in the
FR * 536 apparatus the tw sted bl ades of Reetz (col. 2, lines
46-48; figure 1) for production of a marbleized product.

Appel  ants argue that it would not have been obvious to
one of ordinary skill in the art to include Warren’s check
valve (col. 2, lines 43-46; figure 1) in the apparatus
obt ai ned by conbining FR 536 and Reetz (brief, pages 12-15;
reply brief, pages 3-5). Appellants do not explain, however,
and it is not apparent, how the FR ‘536 pouring valves (2)
(i.e., cylinders containing a piston; figure 1) can create the
vacuum needed to suck the candy nasses into the pouring val ves
(page 4) if the outlet of the pouring valves is open to the
at nrosphere. Al though a check valve is not shown in the
FR ‘536 drawi ngs or described in that reference, it woul d have
been readily apparent to one of ordinary skill in the art that
a check valve at the outlet of the pouring valves woul d be

needed so that the upward novenent of the piston in the valves
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coul d suck the candy masses into the cylinders of the pouring
val ves. Thus, the applied references would have fairly
suggested, to one of ordinary skill in the art, use of a check
valve in the FR ‘536 pouring val ves.

Appel  ants argue that even if it would have been obvi ous
to one of ordinary skill in the art to include a check val ve
in the apparatus resulting fromthe conbination of FR ‘536 and
Reetz, it would not have been obvious to such a person to
pl ace the check val ve between the inbibing openings and the
tw sted blade (brief, page 14). The exam ner has set forth a
very good reason why one of ordinary skill in the art would
have pl aced the check val ve before the twi sted blade, i.e., so
that flow through the check val ve woul d not damage the
mar bl ei zi ng produced by the tw sted bl ade (answer, page 8).
Appel | ants argue that Warren places his check valve in the
nozzle (brief, page 14), but do not explain why one of
ordinary skill in the art, when considering the applied
ref erences in conbination, would not have placed the check
val ve upstream of the tw sted bl ade to obtain the benefit of

doing so set forth by the exam ner. Consequently, appellants’
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argunent is not well taken.

For the above reasons we concl ude, based upon the
preponderance of the evidence, that the invention recited in
claim4 woul d have been obvious to one of ordinary skill in
the art within the neaning of 35 U . S.C. § 103.

Rej ection of clains 5, 7 and 10

Claimb5 requires that the cross section of at |east one
i mbi bing opening is different fromthat of the other openings.
Claim?7 requires neans for stopping up at | east one of the
i mbi bi ng openings, and claim 10 recites that the stopping-up
means is a bolt.

For a disclosure of the above elenents required by clains
5, 7 and 10, the exam ner relies upon Hahn. This reference
di scl oses a nethod and apparatus for extrusion of nultiple
| ayer sheeting, wherein conduits through which resin flows to
formthe |layers can be partially or conpletely blocked by
screws (col. 5, lines 14-20; col. 6, lines 38-45; figures 4-
6). The exam ner argues that “[i]t would have been obvi ous
for an artisan at the tine of the invention, to provide the

I mbi bi ng openi ngs of the piston/cylinder material feeding
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means of the primary prior art conbination (France 2167536
taken together with Reetz) with openings of different cross

sections and fl ow stopping neans, in

vi ew of Hahn et al, since such would greatly increase the
flexibility of the apparatus of the primary prior art
combi nation” (answer, pages 5-6).

In order for a prima facie case of obviousness to be
establ i shed, the teachings fromthe prior art itself nust
appear to have suggested the claimed subject matter to one of
ordinary skill in the art. See In re Rinehart, 531 F.2d 1048,
1051, 189 USPQ 143, 147 (CCPA 1976). The nere fact that the
prior art could be nodified as proposed by the exam ner is not
sufficient to establish a prina facie case of obvi ousness.

See Inre Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783
(Fed. Cir. 1992). The exam ner nust explain why the prior art
woul d have suggested to one of ordinary skill in the art the
desirability of the nodification. See Fritch, 972 F.2d at

1266, 23 USPRd at 1783-84.
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The exam ner has not provided such an expl anation. The
exam ner has nmerely stated that there would be a benefit of
usi ng Hahn’s screw for varying the cross section of the FR
*536 i nmbi bi ng openi ngs or stopping the flow through them
wi t hout expl aining why the teachings in the references woul d
have | ed one of ordinary skill in the art to do so.

Consequently, we reverse the rejection of clains 5, 7 and 10.

DECI SI ON

The rejection of claims 4 and 9 under 35 U. S.C. 8§ 103
over FR 536 in view of Reetz and Warren is affirnmed. The
rejection of clains 5, 7 and 10 under 35 U.S.C. § 103 over FR
*536 in view of Reetz and Hahn is reversed.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART
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